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PRE-APPEAI. BRIEF REQUEST FOR REVIEW 



We submit that this case is appropriate for the pre-appeal process as the Final Action, which is a new 
ground of rejection, clearly fails to demonstrate a prima facie case of obviousness for any of the 
pending claims, there are clear errors in the rejections, and the rejections omit esi«ntiai elements for a 
prima facie rejection. 

Clear errors suitable for a pre-appeal review include: 

1) lack of prima facie case for rejecting claim 33; 

2) failure to provide reasons for rejecting claim I; 

3) clear error in taking ofTiciaJ notice and failure to establish prima facie case of 



1) Lack of prima facie case for rejecting claim 33 

In our response to the Final Action, at pages 6-8, we presented arguments indicating that Fleming does 
not teach or suggest all the claimed limitations; that there is no teaching or suggezstion in Fleming to 
modify its teachings to arrive at the claimed invention; and that, even if Fleming were modified, there 
would be no reasonable expectation of success and such modification would not result in the invention 
as claimed herein. We direct the pre-appeal panel to those arguments, which we tielieve should be 
convincing on their own. 

In order to demonstrate that the rejection is clearly deficient, we include claim 33, with emphasis added: 
33. A component audit and inventory management system comprising: 



obviousness fbr claims 2, 3, 4, 41, 7, and 8; and 
inappropriate restriction. 
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a host unit, resident in a host computer, the host computer comprising }. processor, 
memory, and user inter^ice; and 

a host message handling system operatively connected to the host unit ;ind accessible to a 
data netwoTk; 

the host unit including; 

means for receiving a request^ inventory message &om a client compnier via the host 
message handling system, 

means for generating an inventory-commence message in response to tie request- 
inventory message, and for forwarding the inventory-commence message to the client computer 
via the host message handling system; 

means for receiving hardware and software inventory data associated with hardware and 
software installed on a target device associated with the client and collected e ectronically from 
the target device, the inventory data having been collected by an inventory agen t installed on the 
target device and activated by the inventory-commence message; and 

means for aggregating inventory data from a plurality of target devices associated with 
the client. 

Accordingly, at a very basic level, claim 33 references an inventory agent, a client computer, a target 
device associated vvith the client and a host unit. 

Even if we were to ignore the details of the claims, Fleming simply does not teach or suggest the use of 
an inventory agent at all, and does not in any way teach the use of all three of a client computer, a 
target device associated with the client and a host unit as claimed . 

This can be seen with ease by simply comparing Figure 1 A of the present applies . tion, with Figure 1 of 
Fleming. We are cognizant of the fact that Figure 1 A of the present application, merely illustrates an 
embodiment of the invention, and we are mindful that it is not what is shown in Figure 1 A, but what is 
claimed in claim 33 which is important However, it is submitted that merely contrasting these two 
figures clearly illustrates errors in the rejection. Our Figure lA shows a host nnii: 10^ a client computer 
16, a target device (for example 20), and an inventory agent 300, Figure 1 of Fleming (the only figure 
relied on in the rejection) clearly does not show an inventoiy agent, and does not show a client 
computer, a target device associated with the client and a host unit 

In order to try and force a rejection based on the Fleming reference, the examiner considers device 1 02 
to be the target device, the computer system 1 0 8 to be the host unit, and the server 1 1 2 to be the cl lent 
computer. This is erroneous as we argued in our response to the Final Action at pages 6-8. Further, the 
rejection is clearly in error in that IF computer system 108 is the host unit, and 1 ! 2 is the client 
computer, then there Is NO target device associated with the client as device 1 02 is clearly associated 



PA(S 5/10* RCVD AT 6/13120063:57:43 ra [Eastern DayDght 



;> 06/1,3/2006 15:56 FAX 



121006/010 



Applicaton No. 09/d6d»6B7 Page 3 of 5 

Pra-Appeal Brief Request for Review dated June 13, 2008 

with computer 108, and not server 112. 

Consequently, even at such a very high level, Fleming fails to teach or suggest the claLmed invention. 
The rejection is therefore clearly erroneous. We re-iterate our arguments in our it^ponse to the Final 
Action, at pages 6-8, which explains in more detail not only how the claims differ from what is taught 
by Fleming, but also why the rejection is erroneous. 

Furthermore, the statement at page 3 of the Final Action that the "step of aggregating inventory data 
finom a plurality of target devices associated with the client is deemed to be a mere repetition of parts to 
take the same information from one source as opposed to plural ones is not deem^ to be patentable'' is 
simply not supported, and is clearly erroneous. Simply making an assertion that ?. limitation is not 
deemed to be patentable fails to satisfy the burden of the examiner to establish 2i prima facie case of 
obviousness. This limitation further distinguishes over Fleming, as we are claimi ig an inventory 
management system which manages inventory data from a plurality of devices. 1 his is very different 
from Fleming, which is directed to retrieving a device driver for a single device. 

2) Clear error exists as the rejection fails to provide any reasons for rejecting claims 1 - 5, 7 
and 8 

The examiner has failed to establish any reasons for rejecting claim 1 . Consequently it is clear that the 
Final Action fails to establish a prima facie case for rejecting claim 1, and its dependent claims 2 - 5, 7 
and 8. Furthermore, as we argue in our response to the Final Action, at the bottori of page 8 to the top 
of page 9, claim I clearly is not taught or suggested by Fleming. 

3) Clear error in taking official notice and failure to establish prima facie case of obvionsness 
for claims 2, 3, 4, 41, 7, and 8 

a) Char ^ror is made by taking official notice of contingent authentication as the sole and only 
basts for rejecting claims 2 and 3 

The examiner is clearly in error in taking official notice of contingent authentication in a Final Action, 
without documentary evidence to support the conclusion, since there is no evidence that such 
authentication is capable of instant and unquestionable demonstration as to defy dispute (see MPEP 
2144.03). 

In any event, even if it is appropriate to take official notice of contingent authentication (which is 
denied, especially in a Final Action), this does not sufTice to reject the claimed subject matter. There is 
no teaching in Fleming to suggest an inventory agent as claimed in claims 2 and J. Indeed, as stated 
above, there are no reasons given for rejecting claim 1, which claims an inventor/ agent Tn rejecting 
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claim 33, the examiner reads the device interface 1 03 as an inventory agent 

Further, in the Advisory Action, at line 14, the examiner states: "in the alternative, the device 102 is 
deemed fiilly capable of functioning as in inventory agent as specified in the claims." This once again 
demonstrates both the differences between the claimed invention and the Fleming reference, and the 
Examiner's failure to appreciate these differences. It is a clear error to take officii notice of such a 
device, or device interface, as being capable of contingent authentication. The panel is directed to the 
description of the device 102 and interface 103 at col. 4, lines 4-15 of Fleming. "The example devices, 
which include a video card, sound card, scanner, printer, keyboard, and others, aie NOT capable of 
contingent authentication, nor would a person skilled in the art be motivated to n-ake them so. More 
importantly, no person skilled in the art would be motivated to modify the teachiJTigs of Fleming to 
achieve an inventory agent as claimed in claims 2 and 3. In any event, there are clear errors in the 
rejection as the examiner has failed to provide any reason why a person skilled ir the art would be 
motivated to do so, and has most certainly not provided any evidentiary basis for so doing. 

b) Clear error in taking official notice that the use of email is old in the art as the sole and only 
basis for rejecting claims 4 and 4 J 

The fact that email is known is not in dispute, and we do not dispute that the existence of electronic 
mail systems is an appropriate fact of which official notice may be taken. However, that fact is 
irrelevant to the patentability of claims 4 and 41, and the rejection ignores the claimed invention in its 
entirety, but for the fact that electronic mail is recited. We strongly dispute the stitement ^^use of email 
is old in the art" . The use of email is definitely NOT old in the art of inventory management systems. 
Previous inventory management systems required a dedicated LAN connection, iJid "there has been no 
similar effective strategy to manage devices that are only intermittently accessible to a LAN or other 
data network." (see e.g. Background of present application, p. 3, lines 13 - 21). Ir any event, the 
teachings of Fleming would not lead a person skilled m the art to invention as claimed in claims 4^ and 
4 1 . Hiere is no teaching in Fleming to suggest the target device would have an email account or be 
capable of retrieving an email message. This once again demonstrates both the differences between the 
claimed invention and the Fleming reference, and the Examiner's failure to undeistand those 
differences. 

c) Clear error in taking official notice that the storage of a log file is old in the art as the sole and 
only basis for rejecting claims 7 and 8 

The examiner is clearly in error in taking official notice in a Final Action that creation of a log file is 
old In the art of inventory management, without documentary evidence to suppor: the conclusion, since 
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there is no evidence that such log file creation is capable of instant and unquestionable demonstration as 
to defy dispute (see MPEP 2144.03) in the art. 

4) Inappropriate Restriction 

The restriction requirement made in the Office Action of August 5, 2005, and mude final in the Final 
Action is clearly in error. The "species" identified by the examiner are not indepiindent and distinct. The 
unelected claims are proper narrowing limitations to various elements in the system of claim 33. Where 
the claims of an application more precisely define the same essential characteristics of a single 
disclosed embodiment, restriction should never be required (MPEP 806.03). In addition, as previously 
argued in our response of November 1, 2005, there is no serious burden on the er^aminer in examining 
all the claims on their merits. 

A Petition for a Two-Month Extension of Time is enclosed under separate cover. Applicant authorizes 
the Commissioner to debit any required fee from Deposit Account No. 501593, in the name of Borden 
Ladner Gervais LLP. The Commissioner is further authorized to debit any additional amount required, 
and to credit any overpayment to the above-noted deposit account 
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